United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


09/870,185 


05/30/2001 


Clark Chen 


INTL-0388-US (P8810) 


7287 



7590 02/26/2004 

Timothy N. Trop 
TROP, PRUNER & HU, P.C. 
8554 KATY FWY, STE 100 
HOUSTON, TX 77024-1805 



EXAMINER 



HARTMAN JR, RONALD D 



ART UNIT 



PAPER NUMBER 



2121 

DATE MAILED: 02/26/2004 



Please find below and/or attached an Office communication conceming this application or proceeding. 



PTO-90C (Rev. 10/03) 





Application N . 


Applicant(s) 




OfficG Action SumniBn/ 


09/870,185 


CHEN ET AL 




Examiner 

Ronald D Hartman Jr. 


Art Unit 

2121 





- The MAILING DATE fthis communicati n appears on the cover sheet with the c rresp nder}ce address - 



Period for Reply 
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* Application/Control Number: 09/870,185 
Art Unit: 2121 

DETAILED ACTION 

1 . This action is in response to the Amendment filed on 12/8/2003. 

2. Claims 1 -8 and 1 0 are presented for further examination. 

Response to Arguments 

3. The applicant asserts that Griffin does not teach a scroll wheel extending through 
the top and bottom sides of said display. The examiner respectfully disagrees. The 
applicant attention is directed to Figure 1 1 wherein the thumbwheel (element 4030) is 
clearly seen extending through the top side and bottom sides of the display device since 
it is angled in a way that allows it to extend through the planes embodied by the 
respective sides of the display device. Therefore, since this is the only argument with 
respect to claim 1, the previous rejection over Griffin is "maintained" and repeated 
herein. 

4. The applicant then asserts that Griffin does not teach a scroll wheel that extends 
through both sides of the housing. This has already been explained above. 

5. The applicant then asserts that Griffin does not teach two openings, however, 
this is a feature that is not in the claims so a response at this time is unnecessary. 



Page 2 



Application/Control Number: 09/870,185 Page 3 

Art Unit: 2121 

6. For at least the aforementioned reasons, the rejection of claims 1-6 over Griffin is 
maintained and repeated herein (below) for the applicant's convenience. 

Minor Informalities 

7. Claim 7 needs a period at the end of the claim. 

Claim Objections 

8. Claim 4 should be reworded. Suggested claim language would be, "wherein said 
control is scrolling said display up and down." 

Claim Rejections - 35 USC §112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more clainns particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claim 5; line 1, "near the edge" lacks antecedent basis. 

Claims 5 and 7; lines 2 and 5, "the user's thumb" lacks antecedent basis. 

Claims 5 and 7; lines 3 and 6, "the user's hand" lacks antecedent basis. 

Claim 10; line 2, "the vertical display" lacks antecedent basis. 
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Claim Rejectiosis - 35 USC § 103 (new) 

10. The following is a quotation of 35 U.S.C, 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 1 . Claims 7-8 and 1 0 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Osterhout, Des. 367, 890. 

12. As per claim 7, Osterhout clearly teaches top and bottom sides to an electronic 
hand held game wherein a knob would obviously be used for controlling some aspect of 
the game (Figures 1-7). The knob would be rotated using the thumb and forefinger, as 
is conventional and well known in the art for effectuating some aspect of the game. 
Therefore, since the scroll wheel (knob) clearly "extends completely through the top and 
bottom sides" (Figures 6-7), and since all of the other claimed features of claim 7 are 
adequately suggested by way of Osterhout for the reasons explained above, the 
inclusion or modification of Osterhout to account for the obvious features claimed by 
way of claim 7 would have been obvious to one of ordinary skill in the art at the time the 
invention was made. 

13. As per claim 8, although Osterhout does not teach an Internet connection, it 
would have been obvious so that a user could access and play online games, a form of 
gaming that is well known in the art. This would add greater flexibility and provide for a 
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more enjoyable gaming experience and therefore would have been obvious to one of 
ordinary skill in the art at the time the invention was made. 

14. As per claim 10, although Osterhout does not teach adjusting a vertical display, it 
is a feature that would obvious since if the user manipulates the knob, or wheel, some 
aspect of the vertical display will be affected and therefore the limitation is adequately 
suggested by Osterhout electronic hand held game design using a knob and this would 
have been obvious to one of ordinary skill in the art at the time the invention was made. 

Claim Rejections - 35 USC § 102 (mamtamed) 

1 5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed In the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only If the international application designated the United States and was published under Article 21(2) 
of such treaty In the English language. 

16. Claims 1 and 4-6 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Griffin et al, U.S Patent No. 6,489,950; having an effective filing date of 
12/3/2002. 

17. As per claim 1 , Griffin teaches: 

providing a housing having a top and bottom sides (Figure 10); 
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providing a display in the housing (Figure 9 element 4012); and 
a scroll wheel to control the display (Figure 9 element 4002), the scroll 
wheel extending through the top and bottom sides of the housing (Figure 
1 1 ; wherein the solid line just above element 4006 represents the middle 
of the device and the part above this line is the upper part of the device, 
and the part below this line is the bottom part of the device). 

18. As per claim 4, Griffin teaches that the scroll wheel scrolls the display up and 
down (C6 LI 7-27 and C9 L60-63). 

19. As per claims 5-6, Griffin teaches the device having a thumbwheel that is 
manipulate able by the thumb and forefinger of a user (claim 7; CI 8 L5-8). 

Claim Rejections = 35 USC § 103 (maintained) 

20. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

21 . Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Griffin et al., U.S. Patent No. 6,489,950, in view of obviousness. 
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22. As per claim 2, although Griffin does not specifically teach the PDA type device 
being used for Internet use of for explicitly using the web, they are features that are well 
known in the art, especially within the confines of PDA type devices. Therefore, since 
using a PDA for accessing the Internet is well known and since its incorporation would 
have been obvious since it would provide the PDA type device with a convenient way of 
checking email or other aspects of web browsing functions, this feature and its 
incorporation into Griffin would have been obvious to one of ordinary skill in the art at 
the time the invention was made. 

23. As per claim 3, Griffin teaches the device being wirelessly accessible (C5 L59- 
63). 

Conclusion 

24. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ronald D. Hartman Jr. whose telephone number is 
(703) 308-7001 . The examiner normally works Mon. - Fri., 10:30 am - 8:30 pm EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Anil Khatri, can be reached at (703) 305-0282. 

Any inquiry of a general nature or relating to the status of this application should 
be directed to the Group receptionist whose telephone number is (703) 305-9618, 

Any response to this action shoulld be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to: 



(703) 872 9306 
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Hand deliv red resp nses should be brought t Crystal Park II, 2121 Crystal Orlv , Arlington, VA., Sixth Floor 
(Receptionist). 



Ronald D. Hartman Jr. 
Patent Examiner 
Art Unit 2121 
February 23, 2004 



PRIMARY EXAMINER ^/^/^ 



